
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gqv 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/088,018 



03/13/2002 



7590 



09/07/2005 



Christophe Nicolas 



Clifford W Browning 

Woodard Emhardt Naughton Moriarty & McNett 
Bank One Center/Tower 
1 1 1 Monument Circle Suite 3700 
Indianapolis, IN 46204-5137 



16673-8 



4937 



EXAMINER 



MANIWANG, JOSEPH R 



ART UNIT 



PAPER NUMBER 



2144. 

DATE MAILED: 09/07/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



ft 



Office Action Summary 



Application No. 

10/088,018 



Examiner 

Joseph R. Maniwang 



Applicant(s) 



NICOLAS ET AL 
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2144 



« The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 13 April 2005 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims * ' 

4) S Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

. 6)S Claim(s) 7-75 is/are rejected. 

7) ^ Claim(s) 7-75 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) M The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 73 March 2002 is/are: a)D accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a)/;. 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) ^ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § T19 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)SAII b)D Some * c)D None of: 

Certified copies of the priority documents have been received. 
. 2.D Certified copies of the priority documents have been received in Application No. : .: 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 j £3 Notice of References Cited (PTO-892) 

2) ED Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date Q3/13/Q2t 



4) CD Interview Summary (PTO-4.1 3) 

Paper No(s)/Mail Date. . 

5) Q Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20050830 
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DETAILED ACTION 



, , Priority 

1 . Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
SWITZERLAND 1713/99, filed on 09/17/99. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 03/13/02 was in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement was considered by the Examiner. 

Oath/Declaration 

3. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1 .67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

4. The oath or declaration is defective because: 

The specification to which the oath or declaration is directed has not been 
adequately identified. See MPEP § 602. The declaration names an invention 
entitled "IMPULSE PURCHASE SYSTEM FOR PAY-TELEVISION" and is not the 
presently named invention entitled "METHOD AND SYSTEM FOR 
TRANSMITTING A CHAIN OF MESSAGES FOR DATABASE". 

Drawings 
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5. Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old i§ yiustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121 (d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as not to obstruct 
any portion of the # drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

. t Specification 

6. The disclosure is objected to under 37 CFR 1 .71 , as being so incomprehensible 
as to preclude a reasonable search of the prior art by the examiner. Additionally, the 
disclosure does not contain headings to indicate any distinguishable sections, and is 
thus improper. , » 

7. The abstract of the disclosure is objected to because it contains numerous 
grammatical errors and is unclear. Correction is required. See MPEP § 608.01(b). 

8. 35 U.S.C. 112, first paragraph, requires the specification to be written in "full, ■ 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. Examples of some unclear, inexact or 
verbose terms used in the specification are: "consists in", "allowing to" (see Abstact), 
"emission channeP(see p. 1, line 15), "do not use return towards the managing centre" 
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(see p. 1, line 21); consisting to associate" (see p. 2, line 22), "disposes of a memory . 
organized under the form of table indicating, for each chain which are part" (see p. 3, 
lines 1-2). 

9. A substitute specification in proper idiomatic English and in compliance with 37 

CFR 1 .52(a) and (b") is required. The substitute specification filed must be accompanied 

by a statement that it contains no new matter. 

The following guidelines illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

. Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer . ; : ■ 
program listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), : ; 
and tables having more than 50 pages of text are permitted to be 
submjtted on compact discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). i. 
"Microfiche Appendices" were accepted by the Office until March 1 , 2001 .) 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR 1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 
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(I) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1.821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 
. i 

Content of Specification 

(a) Title of the Invention : See 37 CFR 1 .72(a) and MPEP § 606. The title of 
the invention should be placed at the top of the first page of the ■ 
specification unless the title is provided in an application data sheet. The ; 
title of the invention should be brief but technically accurate and 
descriptive, preferably from two to seven words may not contain more 
thar> 500 characters. 

(b) Cross-References to Related Applications : See 37 CFR 1 .78 and MPEP 
§201.11. 

(c) Statement Regarding Federally Sponsored Research and Development : 
See MPEP §310. 

(d) The*Names Of The Parties To A Joint Research Agreement : See 37 CFR 
1.71(g). 

(e) Incorporation-Bv-Reference Of Material Submitted On a Compact Disc: , 
The specification is required to include an incorporation-by-reference of 
electronic documents that are to become part of the permanent United 
States Patent and Trademark Office records in the file of a patent 
application. See 37 CFR 1.52(e) and MPEP § 608.05. Computer 
program listings (37 CFR 1 .96(c)), "Sequence Listings" (37 CFR 1,821 (c)), 
and tables having more than 50 pages of text were permitted as electronic 
documents on compact discs beginning on September 8, 2000. 

Or alternatively, Reference to a "Microfiche Appendix ": See MPEP § ; 
608.05(a). "Microfiche Appendices" were accepted by the Office until r 
March 1,2001. 

(f) Backdround of the Invention : See MPEP § 608.01(c). The specification 
should set forth the Background of the Invention in two parts: 

(1 ) Field of the Invention : A statement of the field of art to which the 
invention pertains. This statement may include a paraphrasing of 
the applicable U.S. patent classification definitions of the subject f 
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matter of the claimed invention. This item may also be titled 
'Technical Field." 

(2) . ) Description of the Related Art including information disclosed under 
37 CFR 1 .97 and 37 CFR 1 .98 : A description of the related art 
known to the applicant and including, if applicable, references to 
specific related art and problems involved in the prior art which are 
solved by the applicant's invention. This item may also be. titled . '. 
"Background Art." 

(g) Brief Summary of the Invention : See MPEP § 608.01(d) A brief summary 
or general statement of the invention as set forth in 37 CFR 1 .73. The 
summary is separate and distinct from the abstract and is directed toward 
the invention rather than the disclosure as a whole. The summary may 
point out the advantages of the invention or how it solves problems 
previously existent in the prior art (and preferably indicated in the 
Background of the Invention). In chemical cases it should point out in 
general terms the utility of the invention. If possible, the nature and gist of 
the invention or the inventive concept should be set forth. Objects of the 
invention should be treated briefly and only to the extent that they 
contribute to an understanding of the invention. 

(h) Brief Description of the Several Views of the Drawina(s) : See MPEP § 
608.01 (f). A reference to and brief description of the drawing(s) as set 
forth in 37 CFR 1.74. 

(ij Detailed Description of the Invention : See MPEP S 608.01 (gj. A 

description of the preferred embodiment(s) of the invention as required in 
37 CRR 1 .71 . The description should be as short and specific as is 
necessary to describe the invention adequately and accurately. Where 
elements or groups of elements, compounds, and processes, which are 
conventional and generally widely known in the field of the invention 
described and their exact nature or type is not necessary for an '.\ 
understanding and use of the invention by a person skilled in the art' they : 
should not be described in detail. However, where particularly 
complicated subject matter is involved or where the elements, 
compounds, or processes may not be commonly or widely known in the 
field, the specification should refer to another patent or readily available 
publication which adequately describes the subject matter. 

(j) Claim or Claims : See 37 CFR 1 .75 and MPEP § 608.01 (m). The claim or 
claims must commence on separate sheet or electronic page (37 CFR 
1 .52(b)(3)). Where a claim sets forth a plurality of elements or steps, each 
element or step of the claim should be separated by a line indentation. 
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There may be plural indentations to further segregate subcombinations or 
relate^ steps. See 37 CFR 1 .75 and MPEP § 608.01 (i)-(p). 

Abstract of the Disclosure : See MPEP § 608.01(f). A brief narrative of the 
disclosure as a whole in a single paragraph of 1 50 words or less 
commencing on a separate sheet following the claims. In an international 
application which has entered the national stage (37 CFR 1.491(b)), the 
applicant need not submit an abstract commencing on a separate sheet if V 
an abstract was published with the international application under PCT 
Articl^ 21 . The abstract that appears on the cover page of the pamphlet 
published by the International Bureau (IB) of the World Intellectual . 
Property Organization (WIPO) is the abstract that will be used by the 
USPTO. See MPEP § 1893.03(e). 

Sequence Listing. See 37 CFR 1.821-1.825 and MPEP §§ 2421-2431: V 
The requirement for a sequence listing applies to all sequences disclosed ; • 
in a given application, whether the sequences are claimed or not. See 
MPEf?§ 2421.02. 



Claim Rejections - 35 USC §112 

10. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and uSing it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. . 

.11. Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter ' 
which was not desqribed in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The first paragraph of 35 U.S.C. : 1 12 requires 
that the "specification shall contain a written description of the invention." "|T]he 
essential goar of Jh£ description of the invention requirement is to clearly convey the 
information that an applicant has invented the subject matter which is claimed." in re 
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(k) 



(I) 
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Barker, 559 F.2d 588. 592 n.4, 194 USPQ 470, 473 n.4 (CCPA 1977). Another 
objective is to put the public in possession of what the applicant claims as the invention. 
See Regents of the University of California v. Eli Lilly, 119 F.3d 1559, 1566, 43 USPQ2d 
1398, 1404 (Fed. Cir. 1997), cert, denied, 523 U.S. 1089 (1998). To satisfy the written 
description requirement, a patent specification must describe the claimed invention in 
sufficient detail that one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention. See, e.g., Moba, B.V. v. Diamond Automation, 
Inc., 325 F.3d 1306, 1319, 66 USPQ2d 1429, 1438 (Fed. Cir. 2003). Examiner submits 
that the Specification as presented does not clearly describe the claimed invention with 
sufficient detail and in such a manner that one of ordinary skill in the art could 
reasonably ascertain that the disclosure actually supports the claimed invention, and 
thus conclude that the invention claimed was in possession of the inventor at the time of 
. filing. 

12. An applicant shows possession of the claimed invention by describing the 
claimed invention with all of its limitations using such descriptive means as words, 
structures, figures, diagrams, and formulas that fully set forth the claimed invention. 
Lockwood v: American Airlines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 1961, 1966 
(Fed. Cir. 1997). An adequate written description of the invention may be shown by any 
description of sufficient, relevant, identifying characteristics so long as a person skilled 
in the art would recognize that the inventor had possession of the claimed invention. 
See, e.g., Purdue Pharma L.P. v. Faulding Inc., 230 F.3d 1320, 1323, 56 USPQ2d 
1481, 1483 (Fed. Cir. 2000). While Applicant has provided a written disclosure and 
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accompanying figures, the level of detail supplied is inadequate and hindered by a lack 
of clarity in presenting evidence that the Applicant had possession of the claimed 
invention. 

13. The issue of a lack of adequate written description is present as the claimed 
invention has not been described with sufficient particularity such that one skilled in the 
art would recognize that the applicant had possession of the claimed invention! The 
claimed invention as a whole is not adequately described since the invention is 
described solely in terms of a method of its making coupled with its function and there is 
no described or art-recognized correlation or relationship between the structure of the 
invention and its function. Cf. In re Bell, 991 F.2d 781, 26 USPQ2d 1529 (Fed. Cir. 
1993), and In re Deuel, 51 F.3d 1552, 34 USPQ2d 1210 (Fed. Cir. 1995). For example, 
claims 1-9 directed to "Method" contain no method steps, but rather various 
components that make up the method and their intended functions. The knowledge and 
level of skill in the art would not permit one skilled in the art to immediately envisage the 
product claimed from the disclosed process. See, e.g., Fujikawa v. Wattanasirt, 93 F.3d 
1559, 1571, 39 USPQ2d 1895, 1905 (Fed. Cir. 1996). 

14. The courts have described the essential question to be addressed in a 
description requirement issue in a variety of ways. An objective standard for determining 
compliance with the written description requirement is, "does the description clearly 
allow persons of ordinary skill in the art to recognize that he or she invented What is 
claimed:" In re Gosteli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989). 
Examiner asserts that the Specification does not allow one of ordinary skill in the art the 
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clearly recognize any such invention as the one claimed by Applicant, and I thus fails to ]■ 
meet the written description requirement set forth in the first paragraph of 35 U.S.C. 
112. See MPEP§ 2163. 

; : ;15. • Claims 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to [ ]■ 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Examiner submits that the Specification does not provide a sufficiently - ! 
detailed description of how one of ordinary skill in the art could make or use the claimed 
invention. The requirement that the specification describe the invention in such terms 
that one skilled in the art can make and use the claimed invention is to ensure that the 
" invention is communicated to the interested public in a meaningful way. The 

information contained in the disclosure of an application must be sufficient to inform 
those skilled in the relevant art how to both make and use the claimed invention. 
16. The test of enablement is whether one reasonably skilled in the art could make or 
use the invention from the disclosures in the patent coupled with information known in > 
the art without undue experimentation. The disclosure as filed does not contain 
sufficient information regarding the subject matter of the claims as to enable one skilled 
in the pertinent art to make and use the claimed invention. Undue experimentation 
would be necessary in executing the invention as presently claimed as the level of detail ; 
supplied by the disclosure is inadequate in convey how to both make and use the 
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invention to one or ordinary skill in the art. For example, the Specification provides no 
details describing how to "[add] to each message a conditional block (CD) which 
determines if [a] message is to be processed" as recited in independent claims 1 iand : 
10. See MPEP§ 2164. 

17. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

18. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing Jo particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

19. The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and ar§ replete with grammatical and idiomatic errors. 

20. Regarding claim 1 , the phrase "it" renders the claim indefinite because it is 
unclear what the phrase refers to. 

21. Claim 1 recites the limitation "the conditions". There is insufficient antecedent 
basis for this limitation in the claim. 

22. Claim 1 recites the limitation "the previous processing". There is insufficient 
antecedent basis for this limitation in the claim. 

23. Ciaim 3 recites the limitation "the heart of the subscriber database". There is 
insufficient antecedent basis for this limitation in the claim. 
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24. Claim 3 recites the limitation "the processing state". There is insufficient 
antecedent basis for this limitation in the claim. 

25. Claim 4 recites the limitation "the subscriber database". There is insufficient 
antecedent basis for this limitation in the claim. 

26. Claim 5 recites the limitation "the incoming messages". There is insufficient 
antecedent basis for this limitation in the claim. 

27. Claim 5 recites the limitation "the increasing of a stack pointer". There is . 
insufficient antecedent basis for this limitation in the claim. 

28. Claim 14 recites the limitation "the instructions received". There is insufficient 
antecedent basis for this limitation in the claim. 

29. Claim 1 5 recites the limitation "the separator of management messages". There 
is insufficient antecedent basis for this limitation in the claim. 

30. Claim 15 recites the limitation "the processing centre". There is insufficient 
antecedent basis for this limitation in the claim. 

31. Claim 15 recites the limitation "the subscriber module". There is insufficient 
antecedent basis for this limitation in the claim. 

32. Claim 1 5 recites the limitation "the memory". There is insufficient antecedent 
basis for this limitation in the claim. 

33. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01 . The claims directed to "Method" appear to contain no 
method steps to define the method being claimed. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kudelski (U.S. Pat. No. 5,497,418) 

Applicant is required to submit an amendment which clarifies the disclosure so 
that the examiner nrjay make a proper comparison of the invention with the prior art. 

Applicant should be careful not to introduce any new matter into the disclosure 
(i.e., matter which is not supported by the disclosure as originally filed). 

A shortened statutory period for reply to this action is set to expire ONE MONTH 
or THIRTY DAYS, whichever is longer, from the mailing date of this letter. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph R. Maniwang whose telephone number is (571) 
272-3928. The examiner can normally be reached on Mon-Fri 8:00-4:30. 

If attempts tq reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300; 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions' on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JM 



PRIMARY EXAMINER 



MARC D. THOMPSON 




